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DETAILED ACTION 



Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

2. Claims 20-28, 41-43 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-8, 21-23 of U.S. Patent No. 6,683,870 
in view of Murphy (US 6,754,224). 

Claims 20-28, 41-43 of the instant application disclose the following features: regarding 
claim 20, a method for communication to a called party, comprising: receiving a request for a 
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call to a telephone number of the called party initiated via a circuit-switched network; 
determining multiple destinations associated with the called party based on the telephone 
number; and multicasting respective call notifications over a packet-switched network to the 
multiple destinations, wherein at least one of the destinations is a communications device 
coupled to the packet-switched network via a circuit-switched network; regarding claim 21, 
wherein said at least one of the destinations includes a telephone, pager, or voice mail system; 
regarding claim 22, wherein the step of determining multiple destinations includes looking up a 
plurality of Internet Protocol (IP) addresses based on the telephone number; regarding claim 23, 
wherein the step of multicasting includes multicasting to each of the plurality of ce addresses 
based on the telephone number; regarding claim 24, wherein at least one of the destinations is a 
computer device; regarding claim 25, receiving a receipt notification from one of the 
destinations, and in response to said receiving the receipt notification, canceling the call 
notification to at least one of the other destinations; regarding claim 26, establishing a 
communication with at least one of the multiple destinations; regarding claim 27, receiving a call 
notification for a called party; extracting identification information of the called party from the 
call notification, determining multiple destinations associated with the called party; multicasting 
respective call notifications over a packet-switched network to the multiple destinations, wherein 
at least one of the destinations is a communications device coupled to the packet-switched 
network via a circuit-switched network; and establishing a communication with more than one of 
the destinations; regarding claim 28, wherein the established communication comprises an audio 
communication; regarding claim 41, a method for communication to a called party, the method 
comprising the steps of: receiving a request for a call to a telephone number of the called party 
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initiated from a telephone on a circuit-switched network; determining multiple destinations 
associated with the called party based on the telephone number, multicasting respective call 
notifications over a packet-switched network to the multiple destinations, and forwarding at least 
one of the multiple call notifications from the packet-switched network to a device via a circuit- 
switched network; regarding claim 42, wherein the device is a telephone, pager, or voice mail 
system; regarding claim 43, wherein the step of forwarding includes translating the digital call 
notification into an analog signal that causes the corresponding one of the communication 
devices to ring. 

Claims 1-8, 21-23 of U.S. Patent No. 6,683,870 disclose the following features: regarding 
claim 1, a method for communication to a called party, comprising: receiving a request for a call 
to a telephone number of the called party initiated from a telephone on a circuit-switched 
network; determining multiple destinations associated with the called party based on the 
telephone number; and initiating simultaneous transmission of multiple call notifications over a 
packet-switched network to the multiple destinations, wherein at least one of the destinations is a 
telephone, pager, or voice mail system; regarding claim 2, wherein the step of determining 
multiple destinations includes looking up a plurality of Internet Protocol (IP) addresses based on 
the telephone number; regarding claim 3, wherein the step of initiating includes simultaneously 
initiating contact with each of the plurality of IP addresses based on the telephone number; 
regarding claim 4, wherein at least one of the destinations is a computer device; regarding claim 
5, receiving a receipt notification from one of the destinations and, in response, canceling the call 
notification to each of the other destinations; regarding claim 6, establishing a communication 
with at least one of the multiple destinations; regarding claim 7, receiving a call notification for a 
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called party; extracting identification information of the called party from the call notification; 
determining multiple destinations associated with the called party; initiating simultaneous 
transmission of multiple call notifications over a packet-switched network to the multiple 
destinations, wherein at least one of the destinations is selected from a group consisting of a 
telephone, pager, and voice mail system; and establishing a communication with more than one 
of the destinations; regarding claim 8, wherein the established communication comprises an 
audio communication; regarding claim 21, a method for communication over a packet-switched 
network, the method comprising the steps of: receiving a call notification for a called party; 
extracting identification information of the called party from the call notification; determining 
multiple destinations associated with the called party; initiating simultaneous transmission of 
multiple call notifications over the packet-switched network to the multiple destinations; and 
forwarding at least one of the multiple call notifications from the packet-switched network to a 
device via a circuit-switched network; regarding claim 22, wherein the device is a telephone, 
pager, or voice mail system; regarding claim 23, wherein the step of forwarding include 
translating the digital call notification into an analog signal that causes the corresponding one of 
the communication devices to ring. 

As stated above, claims 1-8, 21-23 of the U.S. Patent No. 6,683,870 disclose all the 
claimed limitations of claims 20-28, 41-43 of the instant application, except the features of: 
regarding claim 20, wherein at least one of the destinations is a communications device coupled 
to the packet-switched network via a circuit-switched network; regarding claim 27, wherein at 
least one of the destinations is a communications device coupled to the packet-switched network 
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via a circuit-switched network; regarding claim 41, receiving a request for a call to a telephone 
number of the called party initiated from a telephone on a circuit-switched network. 

Murphy (US 6,754,224) discloses a packet processing system comprising the following 
features: regarding claim 20, wherein at least one of the destinations (Fig. 2, phone 30, IP phone 
handset 32, voice mail system 34) is a communications device coupled to the packet-switched 
network (Fig. 2, Multicast Network 10) via a circuit-switched network (Fig. 2, the network 
connected among telephone device 13, endpoint 12, and directory server 30); regarding claim 27, 
wherein at least one of the destinations (Fig. 2, phone 30, IP phone handset 32, voice mail 
system 34) is a communications device coupled to the packet-switched network (Fig. 2, 
Multicast Network 10) via a circuit-switched network (Fig. 2, the network connected among 
telephone device 13, endpoint 12, and directory server 30); regarding claim 41, receiving a 
request for a call to a telephone number of the called party initiated from a telephone on a circuit- 
switched network (Fig. 2, the network connected among telephone device 13, endpoint 12, and 
directory server 30);. It would have been obvious to one of the ordinary skill in the art at the 
time of the invention to modify the system of the instant application, by using the features, as 
taught by Murphy (US 6,754,224), in order to provide an efficient communication system by 
eliminating the need for contacting each location sequentially or independently. See Murphy 
(US 6,754,224), column 2, lines 25-28.. 

3. Claims 29-40, 44 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 9-20, 24 of U.S. Patent No. 6,683,870. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
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because the application's claims merely broaden the scope of the patented claims by not claiming 
some elements. 

The following is the comparison between the patented claims and the claims in the instant 
application. U.S. Patent No. 6,683,870 claims the following limitations: regarding claim 9, a 
plurality of converters having a same network address, each converter operable to sample voice 
signals and create digital packets containing a representation of the voice signals; a storage 
device containing a database of records, each record including a call list of telephone numbers 
associated with each of a plurality of subscribers; and a computer system operable, upon receipt 
of a call notification from a caller to a subscriber, to query the database to retrieve a record 
associated with the subscriber and initiate simultaneous transmission of digital call notification 
packets to a plurality of the converters at the same network address, the digital notification 
packets including information relating to the call list of telephone numbers in the received 
record; regarding claim 10, wherein each of the converters comprises: at least one modem; a 
router coupled to the modem; and control circuitry coupled to both the modem and the router; 
regarding claim 11, wherein the computer system communicates with the converters through an 
internet; regarding claim 12, wherein the same network address is a same Internet Protocol (EP) 
address; regarding claim 13, wherein the computer system comprises a plurality of interlinked 
computers; regarding claim 14, a plurality of communication devices, each communication 
device coupled to receive a call notification from the caller via one of the converters; regarding 
claim 15, wherein each converter is also operable to create voice signals from a digital packet; 
regarding claim 16, means for accessing a plurality of data records in response to a request for 
call to a telephone number of a subscriber initiated from a telephone on a circuit-switched 
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network, each data record including a list of addresses of respective communication devices 
associated with each of a plurality of subscribers; means for initiating simultaneous transmission 
of digital call notification packets via a packet-switched network, the digital notification packets 
addressed to each of the addresses associated with a subscriber; and means for forwarding one 
of the digital call notification packets from the packet-switched network to a corresponding one 
of communication devices via a circuit-switched network; regarding claim 1 7, wherein at least 
some of the addresses comprise telephone numbers; regarding claim 18, wherein at least some of 
the addresses comprise IP addresses; regarding claim 19, wherein the multiple transmission 
includes an IP (Internet, Protocol) multicast transmission; regarding claim 20, wherein the means 
for forwarding is further configured for translating the digital call notification into an analog 
signal that causes the corresponding one of the communication devices to ring; regarding claim 
24, a method for communication over a packet-switched network, the method comprising the 
steps of: receiving a call notification for a telephone number; determining multiple destinations 
associated with the telephone number; and initiating simultaneous transmission of multiple call 
notifications over the packet-switched network to the multiple destinations; and establishing a 
conference communication with a plurality of the multiple destinations. 

The instant application discloses the following limitations: regarding claim 29, a 
communication system comprising: a plurality of converters having a same network address, 
each converter operable to sample voice signals and create digital packets containing a 
representation of the voice signals; a database associating telephone numbers with each of a 
plurality of subscribers; and a computer system operable, upon receipt of a call notification from 
a caller to a subscriber, to query the database to retrieve the telephone numbers associated with 
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the subscriber and multicasting respective digital call notification packets to a plurality of the 
converters at the same network address, the digital notification packets including information 
relating to the telephone numbers; regarding claim 30, wherein each of the converters 
comprises: at least one modem; a router coupled to the modem; and control circuitry coupled to 
both the modem and the router; regarding claim 31, wherein the computer system communicates 
with the converters through a packet-switched network; regarding claim 32, wherein the same 
network address is a same Internet Protocol (IP) address; regarding claim 33, wherein the 
computer system comprises a plurality of interlinked computers; regarding claim 34, a plurality 
of communication devices, each communication device coupled to receive a call notification 
from the caller via one of the converters; regarding claim 35, wherein each converter is also 
operable to create voice signals from a digital packet; regarding claim 36, means for accessing a 
database associating addresses of respective communication devices with each of a plurality of 
subscribers in response to a request for call to a telephone number of a subscriber initiated from a 
telephone on a circuit-switched network, digital call notification packets via a packet-switched 
network, the digital notification packets addressed to each of the addresses associated with a 
subscriber; and means for forwarding one of the digital call notification packets from the packet- 
switched means for multicasting respective network to a corresponding one of communication 
devices via a circuit-switched network; regarding claim 37, wherein at least some of the 
addresses comprise telephone numbers; regarding claim 38, wherein at least some of the 
addresses comprise IP addresses; regarding claim 39, wherein the multiple transmission includes 
an IP (Internet Protocol) multicast transmission; regarding claim 40, wherein the means for 
forwarding is further configured for translating the digital call notification into an analog signal 
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that causes the corresponding one of the communication devices to ring; regarding claim 44, a 
method for communication over a packet-switched network, the method comprising the steps of: 
receiving a call notification for a telephone number; determining multiple destinations associated 
with the telephone number, and multicasting respective call notifications over the packet- 
switched network to the multiple destinations, and establishing a conference communication with 
a plurality of the multiple destinations. 

It is clearly seen that the claims 29-40 and 44 of the instant application discloses all the 
claim limitations in claims 9-20 and 24 of the U.S. Patent No. 6,304,561 but the limitations of: 
regarding claim 9, a storage device containing a database of records, each record including a call 
list of telephone numbers associated with each of a plurality of subscribers; regarding claim 16, 
means for accessing a plurality of data records, each data record including a list of addresses of 
respective communication devices associated with each of a plurality of subscribers; means for 
initiating simultaneous transmission of digital call notification packets; regarding claim 24, 
initiating simultaneous transmission of multiple call notifications. 

The application's claims are nearly identical in every other respect to the patent claims. 
Therefore, the application's claims are simply broader version of the patented claims. It is the 
examiner's position that broadening the patented claims by not claiming the above elements of 
the patented claims would have been obvious to one of the ordinary skill in the art in view of the 
patented claims. It is important to note that the instant application is a continuation of the 
application which yielded the patent (U.S. Patent No. 6,683,870) used herein as the basis for the 
obviousness type of double patenting rejection. The application is attempting to broaden the 
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parent application's claims by eliminating some the claimed elements in the continuation at issue 
here. 

Claim Rejections - 35 USC § 112 

4. Claim 39 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 39, line 1, "the multiple transmission" lacks antecedent basis. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 20-44 are rejected under 35 U.S.C. 102(e) as being anticipated by Murphy (US 
6,754,224). 

Murphy (US 6,754,224) discloses a system for multicasting call signaling in packet 
network comprising the following features: regarding claim 20, a method for communication to a 
called party, comprising: receiving a request for a call to a telephone number of the called party 
initiated via a circuit-switched network (Fig. 2, the network connected among telephone device 
13, endpoint 12, and directory server 30); determining multiple destinations (Fig. 2, phone 30, IP 
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phone handset 32, voice mail system 34) associated with the called party based on the telephone 
number; and multicasting respective call notifications (Fig. 2, SETUP) over a packet-switched 
network (Fig. 2, Multicast Network 10) to the multiple destinations (Fig. 2, phone 30, IP phone 
handset 32, voice mail system 34), wherein at least one of the destinations is a communications 
device coupled to the packet-switched network (Fig. 2, Multicast Network 10) via a circuit- 
switched network (Fig. 2, the network connected among telephone device 13, endpoint 12, and 
directory server 30); regarding claim 21, wherein said at least one of the destinations includes a 
telephone, pager, or voice mail system (column 2, lines 22-24; column 3, lines 5-9); regarding 
claim 22, wherein the step of determining multiple destinations (Fig. 2, phone 30, IP phone 
handset 32, voice mail system 34) includes looking up (Fig. 2, directory server 30) a plurality of 
Internet Protocol (IP) addresses based on the telephone number; regarding claim 23, wherein the 
step of multicasting includes multicasting to each of the plurality of oe addresses based on the 
telephone number; regarding claim 24, wherein at least one of the destinations is a computer 
device; regarding claim 25, receiving a receipt notification (Fig. 2, SETUP) from one of the 
destinations, and in response to said receiving the receipt notification (Fig. 2, SETUP), canceling 
the call notification (Fig. 2, SETUP) to at least one of the other destinations; regarding claim 26, 
establishing a communication with at least one of the multiple destinations (Fig. 2, phone 30, IP 
phone handset 32, voice mail system 34); regarding claim 27, receiving a call notification (Fig. 
2, SETUP) for a called party; extracting identification information of the called party from the 
call notification (Fig. 2, SETUP), determining multiple destinations (Fig. 2, phone 30, IP phone 
handset 32, voice mail system 34) associated with the called party; multicasting respective call 
notifications (Fig. 2, SETUP) over a packet-switched network (Fig. 2, Multicast Network 10) to 
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the multiple destinations (Fig. 2, phone 30, IP phone handset 32, voice mail system 34), wherein 
at least one of the destinations is a communications device coupled to the packet-switched 
network (Fig. 2, Multicast Network 10) via a circuit-switched network (Fig. 2, the network 
connected among telephone device 13, endpoint 12, and directory server 30); and establishing a 
communication with more than one of the destinations; regarding claim 28, wherein the 
established communication comprises an audio communication; regarding claim 29, a 
communication system comprising: a plurality of converters (Fig. 2, PSTN gateway 20, IP phone 
22, Voice Mail Server 24) having a same network address (multicast address, see column 4, lines 
9-16), each converter (Fig. 2, PSTN gateway 20, IP phone 22, Voice Mail Server 24) operable to 
sample voice signals and create digital packets containing a representation of the voice signals; a 
database (Fig. 2, Directory Server 30) associating telephone numbers with each of a plurality of 
subscribers; and a computer system operable, upon receipt of a call notification (Fig. 2, SETUP) 
from a caller to a subscriber, to query the database (Fig. 2, Directory Server 30) to retrieve the 
telephone numbers associated with the subscriber and multicasting respective digital call 
notification (Fig. 2, SETUP) packets to a plurality of the converters (Fig. 2, PSTN gateway 20, 
IP phone 22, Voice Mail Server 24) at the same network address (multicast address, see column 
4, lines 9-16), the digital notification (Fig. 2, SETUP) packets including information relating to 
the telephone numbers; regarding claim 30, wherein each of the converters (Fig. 2, PSTN 
gateway 20, IP phone 22, Voice Mail Server 24) comprises: at least one modem; a router coupled 
to the modem; and control circuitry coupled to both the modem and the router; regarding claim 
31, wherein the computer system communicates with the converters (Fig. 2, PSTN gateway 20, 
EP phone 22, Voice Mail Server 24) through a packet-switched network (Fig. 2, Multicast 
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Network 10); regarding claim 32, wherein the same network address (multicast address, see 
column 4, lines 9-16) is a same Internet Protocol (IP) address; regarding claim 33, wherein the 
computer system comprises a plurality of interlinked computers; regarding claim 34, a plurality 
of communication devices, each communication device coupled to receive a call notification 
(Fig. 2, SETUP) from the caller via one of the converters (Fig. 2, PSTN gateway 20, IP phone 
22, Voice Mail Server 24); regarding claim 35, wherein each converter (Fig. 2, PSTN gateway 
20, IP phone 22, Voice Mail Server 24) is also operable to create voice signals from a digital 
packet; regarding claim 36, means for accessing a database (Fig. 2, Directory Server 30) 
associating addresses of respective communication devices with each of a plurality of subscribers 
in response to a request for call to a telephone number of a subscriber initiated from a telephone 
on a circuit-switched network (Fig. 2, the network connected among telephone device 13, 
endpoint 12, and directory server 30), digital call notification (Fig. 2, SETUP) packets via a 
packet-switched network (Fig. 2, Multicast Network 10), the digital notification (Fig. 2, SETUP) 
packets addressed to each of the addresses associated with a subscriber; and means for 
forwarding one of the digital call notification (Fig. 2, SETUP) packets from the packet-switched 
means for multicasting respective network to a corresponding one of communication devices via 
a circuit-switched network (Fig. 2, the network connected among telephone device 13, endpoint 
12, and directory server 30); regarding claim 37, wherein at least some of the addresses comprise 
telephone numbers (Fig. 2, phone 30); regarding claim 38, wherein at least some of the addresses 
comprise IP addresses (Fig. 2, EP phone 32); regarding claim 39, wherein the multiple 
transmission includes an IP (Internet Protocol) multicast transmission (column 3, lines 37-48); 
regarding claim 40, wherein the means for forwarding is further configured for translating the 
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digital call notification (Fig. 2, SETUP) into an analog signal that causes the corresponding one 
of the communication devices (Fig. 2, phone 30) to ring; regarding claim 41, a method for 
communication to a called party, the method comprising the steps of: receiving a request for a 
call to a telephone number of the called party initiated from a telephone on a circuit-switched 
network (Fig. 2, the network connected among telephone device 13, endpoint 12, and directory 
server 30); determining multiple destinations (Fig. 2, phone 30, IP phone handset 32, voice mail 
system 34) associated with the called party based on the telephone number, multicasting 
respective call notifications (Fig. 2, SETUP) over a packet-switched network (Fig. 2, Multicast 
Network 10) to the multiple destinations (Fig. 2, phone 30, IP phone handset 32, voice mail 
system 34), and forwarding at least one of the multiple call notifications (Fig. 2, SETUP) from 
the packet-switched network (Fig. 2, Multicast Network 10) to a device via a circuit-switched 
network (Fig. 2, the network connected among telephone device 13, endpoint 12, and directory 
server 30); regarding claim 42, wherein the device is a telephone, pager, or voice mail system 
(column 2, lines 22-24; column 3, lines 5-9); regarding claim 43, wherein the step of forwarding 
includes translating the digital call notification (Fig. 2, SETUP) into an analog signal that causes 
the corresponding one of the communication devices (Fig. 2, phone 30) to ring; regarding claim 
44, a method for communication over a packet-switched network (Fig. 2, Multicast Network 10), 
the method comprising the steps of: receiving a call notification (Fig. 2, SETUP) for a telephone 
number; determining multiple destinations (Fig. 2, phone 30, IP phone handset 32, voice mail 
system 34) associated with the telephone number, and multicasting respective call notifications 
(Fig. 2, SETUP) over the packet-switched network (Fig. 2, Multicast Network 10) to the multiple 
destinations (Fig. 2, phone 30, IP phone handset 32, voice mail system 34), and establishing a 
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conference communication (column 3, lines 13-30) with a plurality of the multiple destinations 
(Fig. 2, phone 30, IP phone handset 32, voice mail system 34). See column 3-6. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kwang B. Yao whose telephone number is 571-272-3 182. The 
examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chi H Pham can be reached on 571-272-3179. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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PRIMARY EXAMINER 
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